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RESPONSE TO RESTRICTION REQUIREMENT 

In Office Action dated August 25, 2004, the Examiner required restriction under 
35 U.S.C. § 121 between Groups l-XI, as follows: 

I. Claims 1-8, 10, drawn to a purified polynucleotide comprising a nucleotide 
sequence encoding a sequence as depicted by SEQ ID NO.: 1, classified 
in class 536, subclass 23.1. 

II. Claims 1-8, 10, drawn to a purified polynucleotide comprising a nucleotide 
sequence encoding a sequence as depicted by SEQ ID NO.: 2, classified 
in class 536, subclass 23.1. 

III. Claims 1-8, 10, drawn to a purified polynucleotide comprising a nucleotide 
sequence encoding a sequence as depicted by SEQ ID NO.: 3, classified 
in class 536, subclass 23.1. 

IV. Claims 1-8, 10, drawn to a purified polynucleotide comprising a nucleotide 
sequence encoding a sequence as depicted by SEQ ID NO.: 4, classified 
in class 536, subclass 23.1. 
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V. Claims 1-8, 10, drawn to a purified polynucleotide comprising a nucleotide 
sequence encoding a sequence as depicted by SEQ ID NO.: 5, classified 
in class 536, subclass 23.1 

VI. Claim 9, drawn to a method for determining the insecticidal MRP inhibition 
activity of a compound, classified in class 435, subclass 6. 

VII. Claim 11, drawn to a composition having an insecticidal activity 
comprising a compound obtained from the expression of a nucleotide 
sequence encoding the sequence as depicted by SEQ ID NO.: 1, 
classified in class 514, subclass 2. 

VIII. Claim 11, drawn to a composition having an insecticidal activity 
comprising a compound obtained from the expression of a nucleotide 
sequence encoding the sequence as depicted by SEQ ID NO.: 2, 
classified in class 514, subclass 2. 

IX. Claim 1 1 , drawn to a composition having an insecticidal activity 
comprising a compound obtained from the expression of a nucleotide 
sequence encoding the sequence as depicted by SEQ ID NO.: 3, 
classified in class 514, subclass 2. 

X. Claim 1 1 , drawn to a composition having an insecticidal activity 
comprising a compound obtained from the expression of a nucleotide 
sequence encoding the sequence as depicted by SEQ ID NO.: 4, 
classified in class 514, subclass 2. 

XI. Claim 1 1 , drawn to a composition having an insecticidal activity 
comprising a compound obtained from the expression of a nucleotide 
sequence encoding the sequence as depicted by SEQ ID NO.: 5, 
classified in class 514, subclass 2. 

Election 

Applicants provisionally elect to prosecute Group I, claims 1-8 and 10, drawn to a 
purified polynucleotide comprising a nucleotide sequence encoding a sequence as 
depicted by SEQ ID NO.: 1 . Applicants do not traverse the restriction with respect to 
Groups VI-XI. 
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Traversal 

Applicants respectfully traverse the restriction among Groups l-V, which limits 
examination to a single sequence (by restricting between SEQ ID NO: 1, SEQ ID NO: 2, 
SEQ ID NO: 3, SEQ ID NO: 4, and SEQ ID NO: 5). 

With regard to the restriction to a single sequence, Applicants note that Section 

803.04 of the M.P.E.P. provides as follows: 

Nucleotide sequences encoding different proteins are 
structurally distinct chemical compounds and are unrelated 
to one another. These sequences are thus deemed to 
normally constitute independent and distinct inventions 
within the meaning of 35 U.S.C. § 121. Absent evidence to 
the contrary, each nucleotide sequence is presumed to 
represent an independent and distinct invention, subject to a 
restriction requirement pursuant to 35 U.S.C. 121 and 37 
CFR 1.141 efseq. 

(M.P.E.P. § 803.04.) 

However, the passage that immediately follows limits the above-cited passage. 

Nevertheless, to further aid the biotechnology industry in 
protecting its intellectual property without creating an undue 
burden on the Office, the Commissioner has decided sua 
sponte to partially waive the requirements of 37 CFR 1.141 
et seq. and permit a reasonable number of such nucleotide 
sequences to be claimed in a single application. See 
Examination of Patent Applications Containing Nucleotide 
Sequences, 1192 O.G. 68 (November 19, 1996). It has 
been determined that normally ten sequences constitute a 
reasonable number for examination purposes. Accordingly, 
in most cases, up to ten independent and distinct nucleotide 
sequences will be examined in a single application without 
restriction. In addition to the specifically selected 
sequences, those sequences which are patentably indistinct 
from the selected sequences will also be examined. 

(M.P.E.P. § 803.04.) 
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In this passage, the M.P.E.P. states that, while the Patent Office would have had 
the right to restrict to individual sequences, it has waived that right, and has concluded 
that examination of ten sequences would not create an undue burden. 

Thus, with regard to restrictions related to nucleotide sequences, the 
Commissioner has waived the requirements on which the Office relies in the 
outstanding Office Action. If the Commissioner has reinstated these requirements, 
Applicants respectfully request that they be informed of such reinstatement. Or if the 
Office is now aware of binding rules or regulations that would change the 10-sequence 
allowance, then Applicants request to be informed of such information. However, in the 
absence of an official change in position, Applicants are entitled to have at least ten 
sequences examined. 

Conclusion 

In conclusion, Applicants elect Group I, drawn to a purified polynucleotide 
comprising a nucleotide sequence encoding a sequence as depicted by SEQ ID NO.: 1. 
However, Applicants respectfully request that the restriction requirement applicable to 
Groups l-V be withdrawn, and that the Office consider all five of the sequence identifiers 
together. 
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Please grant any extensions of time required to enter this response and charge 

any additional required fees to our deposit account 06-0916. 

Respectfully submitted, 

FINNEGAN, HENDERSON, FARABOW, 
GARRETT & DUNNER, L.L.P. 



Dated: September 1 0, 2004 By: 




Phone: (202) 408-4000 

Fax: (202) 408-4400 

E-mail: ken.Meyers@finnegan.com 
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